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DETAILED ACTION 

1. This action is responsive to communications: Amendment filed on 1 1/22/06. 

2. Claims 1 - 20 are pending in the case. Claims 1,15, and 18 are independent. 

Response to Amendment 

3. The declarations under 37 CFR 1.132 filed 1 1/22/06 is insufficient to overcome 
the rejection of claims 1 - 20 based upon 35 U.S.C. 102(a) as being clearly anticipated 
by Microsoft as set forth in the last Office action because: fails to set forth facts. 

4. Specifically, MPEP 2132.01 states: 

A prima facie case is made out under 35 U.S.C. 102(a) if, within 1 year of the filing date, 
the invention, or an obvious variant thereof, is described in a "printed publication" whose 
authorship differs in any way from the inventive entity unless it is stated within the 
publication itself that the publication is describing the applicant's work. 

Where the applicant is one of the co-authors of a publication cited against his or her 
application, the publication may be removed as a reference by the filing of affidavits 
made out by the other authors establishing that the relevant portions of the publication 
originated with, or were obtained from, applicant. 

The rejection can also be overcome by submission of a specific declaration by the 
applicant establishing that the article is describing applicant's own work. However, if there 
is evidence that the co-author has refused to disclaim inventorship and believes himself 
or herself to be an inventor, applicant's affidavit will not be enough to establish that 
applicant is the sole inventor and the rejection will stand. 

If the reference is disclosing applicant's own work as derived from him or her, applicant 
may submit either a 37 CFR 1.131 affidavit to antedate the reference or a 37 CFR 1.132 
affidavit to show derivation of the reference subject matter from applicant and invention 
by applicant . 



5. The first three block paragraphs above are based on the authorship of the 
publication. Because the publication's authorship can not be discerned from the 
publication itself nor does the publication itself state that it is describing applicant's own 
work, a mere declaration or affidavit stating that the publication is applicant's own work 
is insufficient to remove the publication as a reference under 35 USC 102(a). 
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6. At this time as described in the fourth block paragraph above, applicant may 
submit a 1.131 affidavit to antedate the reference or a 1.132 affidavit to show derivation. 

7. In view of the foregoing, when all of the evidence is considered, the totality of the 
rebuttal evidence that the cited reference is not prior art under 35 USC 102(a) fails to 
outweigh the evidence that the cited reference is prior art under 35 USC 102(a). 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claims 1 - 20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. This claimed subject matter lacks a practical 
application of a judicial exception (law of nature, abstract idea, naturally occurring 
article/phenomenon) since it fails to produce a useful, concrete and tangible result. 

a. . Specifically, the claimed subject matter does not produce a tangible result 
because the claimed subject matter fails to produce a result that is limited to 
having real world value rather than a result that may be interpreted to be abstract 
in nature as, for example, a thought, a computation, or manipulated data. More 
specifically, the claimed subject matter provides for locating and determining data 
and/or information. This produced result remains in the abstract and, thus, fails to 

y achieve the required status of having real world value. 

b. The claims appear to be in the preliminary stages and fall short of the 
disclosed practical utility. In other words, the claims fail to fulfill and/or reflect the 
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specific, substantial, and credible utility sought by the disclosed invention, and 
thus do not produce a useful result. 

1 0. Further, to expedite a complete examination of the instant application the claims 
rejected under 35 U.S.C. 101 (nonstatutory) above are further rejected as set forth 
below in anticipation of applicant amending these claims to place them within the four 
statutory categories of invention. 

Double Patenting 

1 1 . Applicant is advised that should claims 1 - 5 be found allowable, claims 15-17 
will be objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When 
two claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

Claim Rejections - 35 USC §112 

12. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

13. Claims 1 - 20 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

14. Referring to claims 1,15, and 18, the specification does not disclose that the 
attribute includes a flag structure as claimed. The specification does disclose that the 
attributes serve as flags for indicating the presence of different kinds of executable code 
so that a parsing application searching for executable code may either reject the 
document or continuing parsing the document (p 13, last paragraph). 

1 5. Referring to claim 1 8, the specification does not disclose that the subsequent 
application is notified of the presence of the embedded executable code without the 
subsequent application first parsing all elements of the XML document prior to the 
embedded executable code . Any negative limitation or exclusionary proviso must have 
basis in the original disclosure (MPEP 2173.05(i)). 

16. Regarding claims 2-14, 16, 17, 19 and 20, the claims are rejected for fully 
incorporating the deficiencies of the base claim(s) from which they depend. 

17. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

18. Claims 1 - 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

19. Regarding claims 1, 15 and 18, the metes and bounds of "a flag structure" are 
unclear. Further, it is unclear what applicant means by "the attribute comprises a flag 
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structure", since it is not defined nor described in the Specification. Therefore, all 
subsequent recitations of "the attribute" and "the flag structure" are also rejected. 

20. Regarding claims 2 - 14, 16, 17, 19 and 20, the claims are rejected for fully 
incorporating the deficiencies of the base claim(s) from which they depend. 

Claim Rejections - 35 USC § 102 

21 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

22. Claims 1 - 20 are rejected under 35 U.S.C. 102(a) as being clearly anticipated by 
Microsoft (Overview of WordprocessingML). 

23. Regarding independent claim 1 , Microsoft teaches that if you save a Word 
document with the .xml extension, Windows will treat the file like any other XML file. 
Adding the mso-application processing instruction specifies Word as the preferred 
application for processing the file (p 3, first paragraph), which is equivalent to applying 
Extensible Markup Language (XML) markup to a computer-generated document. It 
should be noted that the Word document of Microsoft is equivalent to the claimed 
computer-generated document. 

Microsoft teaches that you'll be introduced to how WordprocessingML stores 
VBA code and OCX controls. You'll also see how Word ensures that software can 
detect whether these components are present in the document (p 27, Macros and 
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Components, first paragraph), which meet the limitation of locating an executable 
code embedded in the document. It should be noted that the VBA code of Microsoft is 
equivalent to the claimed executable code. 

Microsoft teaches that two attributes of the wordDocument element are used to 
indicate the presence of the VBA code and OCX controls, (p 27, Macros and 
Components, second paragraph), which meet the limitation of applying an attribute to 
a root level element of the XML markup for notifying a subsequent application of 
the presence of the embedded executable code. It should be noted that the 
wordDocument element of Microsoft is equivalent to the claimed root level element of 
the XML markup as illustrated in the Table on page 2. 

Microsoft teaches that if the attribute, used to indicate that macros are present in 
the document, is set to "no", then Word won't load a document that has a docSuppData 
element (p 27, last paragraph), which meet the limitation of wherein the attribute 
comprises a flag structure that indicates one of the following: a rejection of the 
XML document by the subsequent application ; and a continuation of parsing the 
XML document by the subsequent application. It should be noted that because the 
attribute can be set to "no", the attribute has a flag structure at least in light of the 
Specification as explained in the rejection under 35 USC 1 12, first paragraph. 

24. Regarding dependent claim 2, Microsoft teaches that you'll be introduced to 
how WordprocessingML stores VBA code and OCX controls. You'll also see how Word 
ensures that software can detect whether these components are present in the 
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document (p 27, Macros and Components, first paragraph), which meet the limitation of 
passing the document to the subsequent application; parsing the XML markup by 
the subsequent application to locate the attribute applied to the root level element 
of the XML markup applied to the document. 

25. Regarding dependent claim 3, Microsoft teaches that if the attribute is present, 
indicating that macros are supposed to be present, and Word doesn't find a 
docSuppData element before it finds the body element, Word will not load the document 
(p 27, last sentence), which meet the limitation of if the attribute is located by the 
subsequent application, rejecting the document as corrupted by the embedded 
executable code. It should be noted that the Word of Microsoft is equivalent to the 
claimed subsequent application. 

26. Regarding dependent claim 4, Microsoft teaches that if the attribute, used to 
indicate that macros are present in the document, is set to "no", then Word won't load a 
document that has a docSuppData element (p 27, last paragraph), which meet the 
limitation of if the attribute is located, determining whether the embedded 
executable code associated with the attribute requires rejection of the document, 
and if not, continuing to parse the XML markup of the document by the 
subsequent application. It should be noted that the docSuppData element of Microsoft 
is equivalent to the claimed embedded executable code and that the Word of 
Microsoft is equivalent to the claimed subsequent application. 
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27. Regarding dependent claim 5, Microsoft teaches that if the attribute, used to 
indicate that macros are present in the document, is missing, then Word won't load a 
document that has a docSuppData element (p 27, last paragraph), which meet the 
limitation of parsing the XML markup by the subsequent application includes 
locating the executable code embedded in the document; determining by the 
subsequent application whether an attribute is present for notifying the 
subsequent application of the presence of the executable code; and if the 
attribute is not present, then rejecting the executable code. It should be noted that 
the docSuppData element of Microsoft is equivalent to the claimed embedded 
executable code and that the Word of Microsoft is equivalent to the claimed 
subsequent application. 

28. Regarding dependent claim 6, Microsoft teaches that the macrosPresent 
attribute of the wordDocument element is used to indicate the presence of the VBA 
code (p 27, last two paragraphs), which meet the limitation of the attribute is a macros 
present attribute for indicating the presence of VBA code in the document. 

29. Regarding dependent claim 7, Microsoft teaches that if the attribute is set to 
"yes", then it indicates that macros are supposed to be present (p 27, last paragraph), 
which meet the limitation of the macros present attribute has a value of "yes" where 
an XML markup element is in the document containing the VBA code. 
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30. Regarding dependent claim 8, Microsoft teaches that the macrosPresent 
attribute is used to indicate that macros are present in the document. If the attribute is 
set to "no", then it indicates that macros are not supposed to be present (p 27, last 
paragraph), which meet the limitation of the macros present attribute has a value of 
"no" indicating that no XML element is in the file containing the VBA code. 

31 . Regarding dependent claim 9, Microsoft teaches that the second attribute is 
the embeddedObjectPresent attribute, which indicates that an OCX control may have 
been used in the document (p 28, second paragraph), which meet the limitation of the 
attribute is an embedded object present attribute indicating the presence of one 
or more OLE objects in the document. It should be noted that an OCX control is 
simply an OLE custom control, which is equivalent to an OLE object as explained in 
Microsoft (p 27, first paragraph). 

32. Regarding dependent claim 10, Microsoft teaches that the second attribute is 
the embeddedObjectPresent attribute, which indicates that an OCX control may have 
been used in the document. If the attribute is set to "yes", then it indicates that macros 
are supposed to be present (p 28, second paragraph), which meet the limitation of the 
embedded object present attribute has a value of "yes" indicating the presence of 
at least one XML element in the document containing data associated with an 
OLE object. 
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33. Regarding dependent claim 1 1 , Microsoft teaches that the second attribute is 
the embeddedObjectPresent attribute, which indicates that an OCX control may have 
been used in the document. If the attribute is set to "no", then it indicates that macros 
are not supposed to be present (p 28, second paragraph), which meet the limitation of 
the embedded object present attribute has a value of "no" indicating that there 
are no XML elements in the file containing data associated with an OLE object. 

34. Regarding dependent claim 12, Microsoft teaches that the second attribute is 
the embeddedObjectPresent attribute, which indicates that an OCX control may have 
been used in the document (p 28, second paragraph), which meet the limitation of the 
attribute is an OCX present attribute indicating the presence of OCX objects in 
the document. 

35. Regarding dependent claim 13, Microsoft teaches that the second attribute is 
the embeddedObjectPresent attribute, which indicates that an OCX control may have 
been used in the document. If the attribute is set to "yes", then it indicates that macros 
are supposed to be present (p 28, second paragraph), which meet the limitation of the 
OCX present object attribute has a value of "yes" indicating the presence of at 
least one XML element in the document containing data associated with an OCX 
object. 
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36. Regarding dependent claim 14, Microsoft teaches that the second attribute is 
the embeddedObjectPresent attribute, which indicates that an OCX control may have 
been used in the document. If the attribute is set to "no", then it indicates that macros 
are not supposed to be present (p 28, second paragraph), which meet the limitation of 
the OCX present object attribute has a value of "no" indicating that there are no 
XML elements in the file containing data associated with an OCX object. 

37. Regarding claims 15-20, the claims incorporate substantially similar subject 
matter as claims 1 - 5, and are rejected along the same rationale. 

Response to Arguments 

38. Applicant's arguments filed 1 1/22/06 have been fully considered but they are not 
persuasive. 

39. Applicant argues that claims 1 - 20 are statutory because there is production of a 
concrete, useful and tangible result (p 7, third paragraph). 

The Office disagrees. 

First, applicant simply states that a concrete, useful and tangible result is 
produced without pointing out or stating what that result is. The Office maintains that the 
claimed invention as whole simply locates and determines data without producing a 
concrete, useful and tangible result. 
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40. Applicant argues that Microsoft does not teach that the attribute comprises a flag 
structure that indicates a rejection of the XML document by the subsequent application 
or a continuation of parsing the XML document by the subsequent application because 
Microsoft only discloses attributes (p 8, first paragraph). 

The Office disagrees. 

Microsoft teaches that if the attribute, used to indicate that macros are present in 
the document, is set to "no", then Word won't load a document that has a docSuppData 
element (p 27, last paragraph). It should be noted that because the attribute can be set 
to "no", the attribute has a flag structure at least in light of the Specification as explained 
in the rejection under 35 USC 112, first and second paragraphs. 

Conclusion 

41 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan Hillery whose telephone number is (571) 272- 
4091 . The examiner can normally be reached on M - F, 1 0:30 a.m. - 7:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather R. Herndon can be reached on (571) 272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




